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DETAILED ACTION 

Citation to the Specification will be in the following format (S. p. #, P) where # 
denotes the page number and P is the paragraph number. Citation to U. S. Patent 
literature will be In the format (Inventor, c. #, I. LL) where # denotes the column number 
and LL is the line number. Citation to foreign patent literature will be in the format 
(Inventor, p. P, I. LL) where P denotes the page number and LL is the line number. 



Status of Application 
1 . Claims 1-5 have been examined. 



Priority 

2. This application is a national stage entry of PCT/US04/37076, filed November 4, 
2004, which claims priority from U.S. Provisional Application 60/517128, filed November 
4, 2003. 



Information Disclosure Statement 

1 . The listing of references in the specification is not a proper information disclosure 
statement. 37 CFR 1 .98(b) requires a list of all patents, publications, or other 
information submitted for consideration by the Office, and MPEP § 609.04(a) states. 
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"the list may not be incorporated into the specification but must be submitted in a 
separate paper." Therefore, unless the references have been cited by the examiner on 
form PTO-892, they have not been considered. 



Specification 

2. The disclosure is objected to because of the following informalities: it appears as 
if the word "strange" (S. p. 2, 0019) should be "strand;" "finess" (S. p. 2, 0022) appears 
to be spelled Incorrectly; and there should be a comma following "armor" (S. p. 2, 0022). 
Appropriate correction is required. 



Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 
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5. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

6. Claims 1-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Gould {materialstoday). 

7. With regard to Claims 1-5, Gould discloses nanocomposite fibrils produced when 
a polymer solution containing nanoparticles and spider silk protein undergo electrostatic 
spinning. Gould further discloses altering the electronic, magnetic, biological, and 
structural functions of the nanocomposite fibers via utilization of different types and 
amounts of nanoparticles (Gould, p. 47, 5"^ paragraph). Gould further teaches spider 
silk useful in biomedical (Gould, p. 42, 1^' paragraph; p. 45, S'" paragraph) and ballistic 
protection (Gould, p. 42, 1®' paragraph; p. 46, 1®' paragraph) applications. 

8. Gould does not explicitly disclose carbon nanotubes (Claim 1). However, carbon 
nanotubes are a well-known nanoparticle in the art, and it would have been obvious to 
one of ordinary skill in the art to modify the nanoparticle taught by Gould with carbon 
nanotubes because there would be a reasonable expectation of success. 



Application/Control Number: 10/577,709 Page 5 

Art Unit: 1793 

9. Claims 1 and 4 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Goldstein (US 6,126,888) in view of Applicant's admitted prior art. 

10. With regard to Claim 1, Goldstein discloses a fiber yarn may be prepared by 
mixing organic fibers such as rayon, silk, and KEVLAR with carbon nanotubes to form a 
composite yarn or fiber (Goldstein, c. 5, 1. 33-36). 

1 1 . Goldstein does not explicitly disclose spider or silkworm silk (Claim 1 ) or a blast 
or ballistic protection device (Claim 4). 

12. With regard to Claim 1, spider silk is a well-known high strength silk in the art, as 
evidenced by the admitted prior art disclosed in the instant specification (S. p. 1 , 0004- 
0006). 

13. With regard to Claim 4, blast or ballistic protection devices are merely known 
uses of silk fibers, as evidenced by the admitted prior art disclosed in the instant 
specification (S. p. 1 , 0005-0006). The intended use of the composite fiber is not seen 
to limit the fiber Itself. 

14. Thus, it would have been obvious to one of ordinary skill in the art to modify the 
composite fiber of Goldstein with the spider silk and intended use of Applicant's 
admitted prior art because there would have been a reasonable expectation of success. 

15. Claims 3 and 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Goldstein (US 6,126,888) in view of Applicant's admitted prior art as applied to Claim 1 
above, and further in view of Smalley et al. (US 2003/0170166 A1). 
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16. The aforementioned applied art does not explicitly disclose a biomedical device 
(Claim 3) or an electroconducting fiber (Claim 5). 

17. With regard to Claim 3, Smalley discloses carbon nanotubes as possible 
strengthening reinforcement in composite materials, wherein the carbon nanotube 
composite materials can be applied in biologically-compatible devices that are 
implanted into living organisms (Smalley, p. 6, 0047). 

1 8. Thus, it would have been obvious to one of ordinary skill in the art to modify the 
composite fiber of the aforementioned prior art for use in the biomedical device of 
Smalley because there would be a reasonable expectation of success. 

1 9. With regard to Claim 5, Smalley discloses carbon nanotubes as possible 
strengthening reinforcement in composite materials, wherein the "intrinsic electronic 
properties" of the carbon nanotubes make them electrical conductors (Smalley, p. 1, 
0006; p. 7, 0047-0048). 

20. Thus, the electroconductivity as taught by Smalley present in the composite fiber 
of the aforementioned prior art would have been obvious to one of ordinary skill in the 
art. 

21 . Claims 1 and 4 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Glatkowski et al. (US 6,265,466 B1) in view of Applicant's admitted prior art. 

22. With regard to Claim 1 , Glatkowski discloses the formation of composite fibers 
containing polymeric materials including natural and synthetic polymers, as well as 
polymeric materials of plant, animal, or microbial origin (Glatkowski, c. 3, 1. 5-57). 
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Glatkowski further teaches the composites may be formed into fibers via conventional 
processing methods (c. 4, 1. 19-22). 

23. Glatkowski does not explicitly disclose spider or silkworm silk (Claim 1) or a blast 
or ballistic protection device (Claim 4). 

24. With regard to Claim 1 , spider silk is a polymeric material of animal origin. 
Further, spider silk is a well-known high strength polymeric material in the art, as 
evidenced by the admitted prior art disclosed in the instant specification (S. p. 1 , 0004- 
0006). 

25. With regard to Claim 4, blast or ballistic protection devices are merely known 
uses of silk fibers, as evidenced by the admitted prior art disclosed in the instant 
specification (S. p. 1, 0005-0006). The intended use of the composite fiber is not seen 
to limit the fiber itself. 

26. Thus, it would have been obvious to one of ordinary skill in the art to modify the 
composite fiber of Glatkowski with the spider silk and intended use of Applicant's 
admitted prior art because there would have been a reasonable expectation of success. 

27. Claims 2 and 5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Glatkowski et al. (US 6,265,466 B1) in view of Applicant's admitted prior art as applied 
to Claim 1 above, and further in view of Senecal et al. (US 2001/0045547 Al ). 

28. The aforementioned prior art does not explicitly disclose electrospinning (Claim 
2) or an electroconducting fiber (Claim 5). 
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29. With regard to Claims 2 and 5, Senecal discloses a process wherein composite 
fibers containing polymer materials and carbon nanotubes are formed via electrostatic 
spinning, providing inherent conductivity in the composite fiber (Senecal, "Abstract;" p. 
3, 0027). 

30. Thus, it would have been obvious to one of ordinary skill in the art to modify the 
composite fibers of the aforementioned prior art with the process of Senecal in order to 
process the composite into conductive fibers. 

31 . Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Glatkowski et al. (US 6,265,466 B1 ) in view of Applicant's admitted prior art as applied 
to Claim 1 above, and further in view of Smalley et al. (US 2003/0170166 Al). 

32. The aforementioned applied art does not explicitly disclose a biomedical device 
(Claim 3). 

33. With regard to Claim 3, Smalley discloses carbon nanotubes as possible 
strengthening reinforcement in composite materials, wherein the carbon nanotube 
composite materials can be applied in biologically-compatible devices that are 

implanted into living organisms (Smalley, p. 6, 0047). 

34. Thus, it would have been obvious to one of ordinary skill in the art to modify the 
composite fiber of the aforementioned prior art for use in the biomedical device of 
Smalley because there would be a reasonable expectation of success. 
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Conclusion 

1. No claim is allowed. 

2. In general, prior art renders the claimed invention obvious. 

3. Applicant is required to provide pinpoint citation to the specification (i.e. page and 
paragraph number) to support any amendments to the claims in all subsequent 
communication with the examiner. No new matter will be allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to BRITTANY M. MARTINEZ whose telephone number is 
(571 ) 270-3586. The examiner can normally be reached on Monday-Thursday 7:00AM- 
5:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stanley Silverman can be reached on (571) 272-1358. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Wayne Langel/ 

Primary Examiner, Art Unit 1793 

BMM 



/Brittany M Martinez/ 
Examiner, Art Unit 1793 



